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RECEIVED 
CENTRAL FAX CENTER 

JUN 1 3 2005 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: § 

GUARISCO, SR., Leonard J. § Group Art Unit: 3612 

§ 

Filed: October 2, 2003 § Examiner: GORDON, Stephen 

§ 

Serial No.: 10/678,585 § 

For: Multilength Tubular Transporter 

Mail Stop Amendments 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO ELECTION REQUIREMENT 

Sir: 

In the Office Action mailed on May 13, 2005, the Office indicated that the Applicants' 
response of February 22, 2005, was not fully responsive, because the response contained no 
claims directed to the "elected" invention. 



L Basis for Election Requirement 

In support of its election requirement, the Office maintains that the amended claims 
constitute a subcombination that is independent or distinct from the invention originally claimed. 
Citing MPEP §806:05(c), the Office stated that the inventions are "distinct" if it can be shown 
that: (1) the combination as claimed (original claims) does not require the particulars of the 
subcombination as claimed (amended claims) for patentability, and (2) the subcombination has 
utility by itself or in other combinations. With respect to the first point, the Office indicated that 
the support pads on the guide members per se are not required for patentability. With respect to 
the second point, the Office indicated that the subcombination has separate utility such as a top- 
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Application No. 10/678,585 

Response to Office Action of May 13, 2005 

Page 2 of 4 

lowered support device where the cargo passes through the open floor area prior to securement. 
Finally, the Office stated that these inventions (combination and subcombination), because of 
such alleged distinctness, have acquired separate status in the art because of their "recognized 
divergent subject matter." 

n. ProyjgjiQflal Election 

Notwithstanding the arguments presented below, and without reference to any 
"constructive election" by original presentation, the Applicants hereby provisionally elects the 
claims as originally presented. If the election requirement is withdrawn, then this election will 
be deemed moot. 

EL Traverse of the Election Requirement 

The Applicants respectfully maintain that the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability. Although the Office indicated in 
the election requirement that the support pads on the guide members are not required, the Office 
had indicated that claim 9 (originally presented) was objected to but otherwise allowable in the 
prior action, and that the prior art of record did not render claim 9 as anticipated or obvious. See 
September 20. 2004 Office Action, page 6> points 9 and 10 . Therefore, the Applicants' 
understanding was that the "support pads on guide members 9 ' feature was in fact required for 
patentability, and that was the basis for canceling claim 9 and placing those limitations into claim 
1 as amended, per the suggestion of the Office in the prior action. Upon learning the Office's 
position on the allowability of claim 9, the Applicants realized that the limitation of a floor in 
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Application No. 10/678,585 

Response to Office Action of May 1 3, 2005 

Page 3 of 4 

claim 1 was not a requirement for patentability. Thus, the floor limitation was moved to 
dependent claim 10. 

As to the second requirement for "distinctness" as explained by the Office, the Office 
indicated that the subcombination has utility by itself or in other combinations. Specifically, the 
"top-lowered" device was suggested by the Office, such that the subcombination could be 
lowered onto a cargo before it is secured. The Applicants respectfully remind the Office that this 
device is first and foremost a pipe or 'tubular" transporter. As such, it is impossible for there to 
exist a **top-lowered" device like the one proposed by the Office. Even if used with non-tubular 
cargo (fitting between the cross members), where would such non-tubular cargo rest if there is no 
floor? Consequently, the subcombination, as reflected in amended claim 1, does not have a 
utility by itself. It would be loaded and used for tubular transportation exactly like the 
embodiment having a floor, meaning that it is placed on the ground and pipes are lowered into 
the device between the guide members. 

Therefore, the Applicants maintain that the two-part test for "distinctness" has not been 
meet in either case. Because the combination and subcombination are not "distinct", there is no 
further basis to conclude that the inventions have acquired separate status in the art due to their 
"recognized divergent subject matter." These inventions at issue are not "divergent 1 * at all (they 
are directed to accomplishing the same function and solving the same problem), and it is unclear 
how any such divergency could be "recognized," because the Office has not provided any 
information to suggest that any such divergency is recognized by any source. For the above 
reasons, it is respectfully requested that the election requirement be withdrawn, and that 
examination proceed on the amended claims. 
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CERTIFI CATE OP TRANSMISSION 

I hereby certify that this correspondence ia being 
transmitted via facsimile to the Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313- 
1450; 





Warner J. Delaunc, Jr 



Respectfiilly submitted: 
ADAMS AND REESE LLP 




Warner J. Delaune, Jr., Reg. No. 
450 Laurel Street, Suite 1900 
Baton Rouge, LA 70801 
Tel: (225)336-5200 
Fax: (225)336-5118 
Email: wamer.delaune@arlaw.com. 
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